The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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ON BRI EF

Bef ore STAAB, MCQUADE, and NASE, Administrative Patent Judges.

MCQUADE, Admi nistrative Patent Judge.

DECI SI ON ON APPEAL

Stanley C. Chess appeals fromthe final rejection of
claims 1 through 7, all of the clains pending in the
appl i cation.

THE | NVENTI ON

The invention relates to “multi-ply integrated | abel
forms which expedite and sinplify inventory control, shipnent,
tracking and return of packages” (specification, page 1).
Representative claim 1l reads as foll ows:

1. Amlti-ply integrated | abel form conpri sing;

1
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a first ply having an upper side and an undersi de and
having at | east one uncovered die cut w ndow opening therein;

a second ply conprising a |abel portion and a card stock
portion adjacent to and detachably secured to said | abel
portion, each of said | abel portion and card stock portion
havi ng an upper side and an underside, part of said upper side
of said | abel portion accessible and visible through said at
| east one first ply uncovered die cut w ndow opening, said
undersi de of said | abel portion being coated with an adhesi ve,
wherein said first ply is renovably secured to said second
ply; and

athird ply conprising a first portion and a second
portion, each of said third ply first and second portions
havi ng an upper side coated wwth a release material, said
third ply first portion being in register with said second ply
| abel portion and renovably secured thereto by said adhesi ve,
and said third ply second portion being in register with said
second ply marginal strip portion and renovably secured
thereto by said adhesive.?

THE PRI OR ART

The references relied on by the exam ner to support the

final rejection are:

Neubauer 4,729, 506 Mar. 8,
1988
Doll et al. (Doll) 5, 267, 898 Dec. 7,
1993

Y'In the event of further prosecution, steps should be
taken to correct the |ack of proper antecedent basis for the
terms “said second ply marginal strip portion” in claiml and
“sai d uncovered die cut w ndow openings in said first ply” in
clainms 4 and 5.
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Laurash et al. (Laurash) 5,547, 227 Aug. 20,
1996

THE REJECTI ONS

Claims 1, 3 through 5 and 7 stand rejected under 35
U S C 8 103(a) as being unpatentable over Laurash in view of
Neubauer .

Clains 2 and 6 stand rejected under 35 U. S.C. § 103(a) as

bei ng unpatent abl e over Laurash in view of Neubauer and Dol l.

Attention is directed to the appellant’s main and reply
briefs (Paper Nos. 13 and 15) and to the exam ner’s final
rejection and answer (Paper Nos. 11 and 14) for the respective
positions of the appellant and the exam ner with regard to the
nmerits of these rejections.

DI SCUSSI ON

Laurash, the examiner’s primary reference, pertains to
multi-ply label forns adapted to facilitate various business
operations. Figures 1 and 2 show an enbodi nent desi gned for
use in package shipping operations, Figure 3 shows a sinpler

version of this enbodi nent, Figure 4 shows an enbodi nent
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suited for certified mailings, and Figure 5 shows an
enbodi ment i ntended for use as a nedical prescription form

In determ ning the differences between the subject matter
clainmed and the prior art, the exam ner (see page 2 in the
final rejection) appears to have conpared the limtations in
the clains to a hybrid structure conposed of el enents
conveniently chosen fromthe package shippi ng enbodi nent shown
in Laurash’s Figures 1 and 2 and the certified mail enbodi nment
shown in Figure 4. The exam ner has not expl ai ned, however,
nor is it apparent, how or why it would have been obvious to
so conbi ne these two distinct enbodi nents. Moreover, as
conceded by the exam ner (see pages 2
and 3 in the final rejection), even this highly selective
conbi nati on of Laurash enbodi nents differs markedly fromthe
multi-ply integrated |abel formrecited in the clains. Sinply
put, Laurash’s deficiencies find no cure in Neubauer’s
di scl osure of mail ers enbodyi ng covered and uncovered di e cut
wi ndow openi ngs and/or in Doll’s disclosure of |abel forms or
mai |l ers having feed strips along their edges. The exam ner’s
conclusion to the contrary stens from an inperm ssible

hi ndsi ght reconstruction wherein the appellant’s clainms have
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been used as a tenplate to selectively conbine isolated

di sclosures in the prior art without any |egitinate suggestion
or notivation to do so.

Accordingly, we shall not sustain the standing 35 U.S. C

8 103(a) rejection of independent clains 1 and 7, and
dependent clains 3 through 5 as bei ng unpat ent abl e over
Laurash in view of Neubauer, or the standing 35 U.S.C. §
103(a) rejection of dependent clains 2 and 6 as being

unpat ent abl e over Laurash in view of Neubauer and Dol l.

SUMMARY
The decision of the examner to reject clains 1 through 7

is reversed.

REVERSED
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LAWRENCE J. STAAB
Adm ni strative Patent Judge

JOHN P. MCQUADE
Adm ni strative Patent Judge
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Adm ni strative Patent Judge
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